The preceding changes to the intellectual property agreement were unanimously agreed upon by the WVSU General Faculty on January 13th, 2010 during the Spring General Faculty Meeting.

The changes were, once again, endorsed (unanimously) by the Faculty Senate During the September 10th Faculty Senate Meeting after being informed that the changes were not accepted for the final draft.  Of special concern for the Faculty is omitted language  concerning length of time for discovery and publication as well as language which puts arbitration into the sole hands of the University President. 
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COUNCIL FOR INTELLECTUAL PROPERTY MANAGEMENT

The Council for Intellectual Property Management (Council) will advise and assist with coordination of activities the in charge Vice President, review current procedures and make recommendations for policy development.  The Council has the responsibility for resolving conflicts and interests that involve intellectual properties or any commercial involvements or consulting arrangements of West Virginia State University personnel. The Council is also responsible for dispute resolution.

The Council has the responsibility for reviewing disclosed intellectual property and for advising the in charge Vice President on the priority for commercialization. 

 The president shall appoint a council for intellectual property management consisting of a minimum of five members with three members selected from the faculty and two from the administration.  The Council is chaired by the in charge Vice President (and co-chair by its designee)  chairman shall be designated by the president of the university.  and should include administrative and non-administrative members of various key areas of the University (e.g. Administrative Affairs, Business and Finance, Deans and Faculty members of different Colleges, etc.). The President of the University may make additional appointments and may designate another individual to serve in the event of a vacancy in one of the aforementioned positions.
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DISCLOSURE

All members of the West Virginia State University community who are covered by this policy shall disclose the nature and detail of their anticipated invention or discovery in writing to the in charge Vice President at the earliest possible date, preferably within 30 days of (after) making the invention or discovery, using the West Virginia State University Intellectual Property Disclosure Form.  The invention or discovery shall be disclosed to the University prior to disclosing the invention or discovery to the public.

Within a reasonable time, in no event longer that a year from the date of disclosure, the in charge Vice President shall notify the inventor in writing whether it is West Virginia State University’s intention to retain its interest and to acquire assignment of all ownership rights of the invention or discovery. If such notification cannot be made during that time period, the inventor shall be notified as to the reason for the delay and the additional time necessary to make such determination. 

INTELLECTUAL PROPERTY SUBJECT TO CONTRACTUAL AGREEMENTS (e.g. SPONSORED RESEARCH AGREEMENTS)

In the case of inventions and copyrightable works developed in the course of research funded by a sponsor pursuant to a grant or research agreement, or which is subject to a materials transfer agreement, confidential disclosure agreement, or other legal obligation requiring disclosure, the disclosure of such intellectual property will be governed by the terms of such grant or agreement, as approved by the in charge Vice President, if such terms differ from the policy.
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GUIDELINES REGARDING PUBLIC DISCLOSURE OF INVENTION

Internal disclosure of an invention or creative work will not interfere with the ability to patent the invention or copyright the creative work.  However, public disclosure of an invention prior to filing for a patent could preclude the availability of patent protection in most countries outside the United States.  This rule applies to any non-confidential written or oral disclosure that describes the intellectual property (e.g. at a scientific meeting, in a journal, or even in an informal discussion with colleagues).  Similarly, certain damages for copyright infringement can be forfeited as a result of failing to apply for a copyright registration of a creative work within a prescribed time period. 

Accordingly, West Virginia State University requires inventors to disclose intellectual property to the in charge Vice President as soon as possible, and to delay public disclosure of the intellectual property until the evaluation process is completed and a patent or copyright application is filed if deemed necessary.  In no event shall the university require the inventor to delay public disclosure for longer than three months after notification of the in charge Vice President.

During this interim period, an invention may safely be disclosed outside of West Virginia State University under the protection of a confidential disclosure agreement, because disclosures made under an agreement are not considered public disclosures. West Virginia State University requires that all inventors consult with the in charge Vice President (or designee) for consultation if they wish to disclose an invention to an outside researcher associated with a company or other organization.

Inventors should be aware that public disclosure of an invention prior to completion of the evaluation process and filing of a patent or copyright application will adversely affect the commercial value of the invention and therefore may decrease the likelihood that West Virginia State University will proceed with commercialization of that invention.
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No Ownership Rights of West Virginia State University

The ownership rights to a discovery or invention and any resultant intellectual property are considered to be exclusive property of the inventor only if West Virginia State University has no interest in pursuing such ownership rights, or West Virginia State University has not contributed to the conception or development of the discovery or invention in the way of funds, space, materials, reassigned time, or facilities and the discovery or invention was conceived and developed by the inventor on his/her own time without the use of the University facilities or staff.  It is recognized that when the invention is within the specific subject area of the inventor's current and ongoing university research activities, disputes may develop concerning whether the work was conducted by university employees wholly on their own time and without use of university funds or facilities. In order to reduce the  possibility of such disputes, it shall be the responsibility of the employee to provide his departmental chairman notice that he is engaging in research activities independently within the subject area of his current university research, and describe in such notice the focus of these independent research activities, with a copy to the in charge Vice President.
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Release of Ownership Rights

West Virginia State University, at its sole discretion and subject only to the restrictions of a sponsoring agency or licensing agreement, may determine to release its patent rights or copyrights to the inventor/author of the invention/work.  In doing so, West Virginia State University may require the recovery of any direct costs incurred in pursuing intellectual property protection for the invention/work as well as expenses incurred in subsequent efforts to promote the invention or work. The transfer of rights must be approved by the In charge Vice President (with the full consent of the President), in which case the University will execute any and all documents reasonably necessary to effect the transfer.  In the event West Virginia State University transfers its patent rights or copyrights under the terms of this paragraph, the University will retain a royalty-free, non-exclusive license to any such inventions or copyrightable works for academic research and teaching.
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Determination of Ownership Rights

In a case where there is a disagreement between the inventor and West Virginia State University, as to ownership rights or the retention of such rights by West Virginia State University, the Vice President of Planning in Advancement guided by the Council for Intellectual Property Management shall recommend to the President what further action West Virginia State University should take. The decision of the President shall be final.
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ADMINISTRATIVE PROCEDURES

Once the in charge Vice President has received the Intellectual Property Disclosure Form from the creator, the University’s interests in patenting and/or licensing shall be determined in a timely manner. After preliminary evaluation by the Vice President and/or designee, in consultation with the Council for Intellectual Property Management, the Vice President (and/or his designee) will initiate one or more of the following actions:

1. Initiate an external evaluation of the disclosed intellectual property.

2. Develop and manage the disclosed intellectual property through the West Virginia State University Research and Development Corporation.

3. Submit the disclosed intellectual property to the Council for Intellectual Property Management for its evaluation and recommendation.

4. Comply with the terms of the grant or contract, if rights in the disclosed intellectual property are subject to terms of a grant or contract.

5. Assign title to the disclosed intellectual property to the creator.

If the disclosure is referred to the Council for Intellectual Property Management for a recommendation, the Council shall review the disclosure and, if appropriate, hear an oral presentation by the creator, supported with visual material as needed for clarity. The Council should exert an interest in the intellectual property, based on a determination that the disclosed intellectual property is novel, useful, non-obvious, and/or has commercial potential.


The Council will make a recommendation to the in charge Vice President as to whether the University should pursue development of the intellectual property.

The in charge Vice President will consider the recommendation of the Council and respond to the creator, in writing, whether the University intends to pursue development of the intellectual property. 

If the in charge Vice President decides that the University will not pursue development of the intellectual property, the University shall transfer its rights to pursue development of the intellectual property back to the inventor/author, and the University will retain royalty-free license rights to the intellectual property.  The university shall make such determination within a reasonable time, in no event longer than one year from the date of disclosure.
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DISTRIBUTION OF PROCEEDS

The University shall share revenue with the inventors received from patents or inventions.  Within the context of this policy, revenues may be either monetary in nature or any tangible property of value when provided by an external source, under formal agreement with the University, with the explicit expectation of an immediate or future consideration as related to an invention or trade secret of the University.  Revenues the University receives from such inventions may also be exclusive of payments of royalty shares to sponsors or contractors when specified by the provisions of grants or contracts governing the rights and revenue distribution regarding inventions made in connection with sponsored research.

It shall be expected that University’s contracts with outside persons or organizations for the obtaining, managing and defending of patents, and any royalty shares of expenses contractually committed to such persons or organizations may be deducted before revenues accrue to the University.  In addition, the University may incur other expenses in completion, licensing, or other business arrangements related to the development of the intellectual property. Any royalty shares or expenses committed to such external persons or organizations will be deducted before revenues accrue to the University. The Office of the in charge Vice President and the West Virginia State University Research and Development Corporation will be reimbursed for any direct out-of-pocket expenses incurred in managing, obtaining and maintaining patent or copyright protection for a specific item of intellectual property, and in evaluating and marketing such intellectual property. Thus, the revenues (net, if applicable per the preceding paragraph) which the University receives from a patent or invention will be applied first to reimburse the University for any incremental expenses incurred by in obtaining and maintaining patents and/or in marketing, licensing and defending patents or licensable inventions.  
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CHANGES IN POLICY

This policy will be reviewed and amended, as appropriate, by the Council for Intellectual Property Management at least every two years.  This policy may be changed by the President, on the recommendation of the Council for Intellectual Property Management through the in charge Vice President.  Such changes shall not affect rights accrued prior to the date of such action.  

